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Lawyer-Like Disclaimer 

 
The legal information contained within this 
presentation is intended to inform you about 
legal matters of current interest.  It is not 
intended as legal advice.  
 
 
 



Trademark Basics 

What is a trademark? 
 

A trademark is . . . anything used as a 
trademark. 
 
A word, name, phrase, symbol or device used 
in commerce to identify and distinguish goods 
and services.   
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What is a trademark? 
 

Rights are based on use, not registration.  Use 
alone confers rights that can be enforced in 
federal and state court. 
 
But federal registration with the USPTO has 
distinct advantages for businesses seeking to 
protect and rely on their brands and enforce 
their rights.   
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What isn’t a trademark? 
 

Copyright and Patent are often confused, but they 
are very different. 
 
Copyright protects authorship (literary, musical, 
dramatic, graphic, sound, architecture) but is not 
available for names, titles or short phrases. 
 
Patents protect invention or discovery of a new or 
useful process, machine, manufacture, 
composition of matter, of improvement thereof. 
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Trademark Examples 
 

•  Brand names 
•  Logos 
•  Logos with wording 
•  Slogans or tag lines 
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Choosing a Strong Mark 
 

•  Good for marketing does not always mean 
good for legal protection 

•  The more distinctive your name, the 
greater degree of protection 

•  The stronger the mark, the more easy to 
protect and avoid infringement  
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Spectrum of Distinctiveness 
 

Arbitrary/Fanciful = Most Distinctive 
•  Arbitrary means arbitrary in context 
•  Fanciful is arbitrary and made up 
•  The most protection 
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Spectrum of Distinctiveness 
 

Suggestive marks = Distinctive  
•  Suggests a quality or characteristic of the 

goods or services 
•  Risk that a judge may find it “descriptive” 
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Spectrum of Distinctiveness 
 

Descriptive Marks = Less Distinctive 
•  Describes some feature of the goods or 

services, characteristic 
•  Some geographic terms, surnames 
•  Protection on Supplemental register until it 

acquires “secondary meaning” - typically 5 
years  
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Spectrum of Distinctiveness 
 

Generic Marks = Least Distinctive 
•  Literally describes the goods or services 
•  Public policy is consumers should have 

free use of generic words or phrases 
•  No protection 
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Spectrum of Distinctiveness 
 

 
 
 
 

 

“Genericide” 
•  Strong marks 

can be used 
generically to 
apply to a 
whole class of 
goods and lose 
protection 
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Clearance Search / Due Diligence 
 

Search, search and more search: 
•  Research early before you have invested 

time and money in reliance on the brand 
•  Avoid confusingly similar marks in the 

same or similar industries (infringement 
standard) 

•  Be pragmatic and not emotional, abandon 
a good idea for peace of mind and to avoid 
costly conflicts  
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Clearance Search / Due Diligence 
 

•  Search USPTO.gov 
•  Search the web - “google it” 
•  Breweries and labels; increasingly 

crowded market 
•  Search industry sites (i.e., RateBeer.com, 

BeerAdvocate.com, Taplister.com)  
•  Search state SOS, TTB COLA system 
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Benefits of Federal Registration 
 

 
 
 
 

 

 
•  Notice and deterrence 
•  Evidence of nationwide right, validity, 

ownership.  Territorial advantage. 
•  Prevent registration of similar marks. 
•  Additional remedies against infringement 

and counterfeiting. 
•  Intent-to-use priority. 
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State Registration 
 

•  WA/OR have state trademark offices with little 
resources to examine trademark applications, 
essentially a rubber stamp 

•  Registration of TM with state generally gives 
you the right to sue in state court under the 
state trademark statute to enforce trademark 
rights 

•  In WA intent-to-use is 120 days 
•  In OR the mark has to already be in use 
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Common Law Rights 
•  Typically use provides trademark rights without 

registration 
•  This is fully enforceable in court under the 

trademark statute (The Lanham Act), same set of 
remedies and tests; higher hurdle to enforce 

•  Downside is common law rights are 
geographically limited (prove up your trading 
area) 

•  Can use federal or state court to enforce WA/OR 
trademark rights under state common law 
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Case Study - Conflict 
 

Proposed Mark: 
•  Wingnut Brewing, Portland 
•  Amelia Earhart like imagery 
•  Now “Covalent Brewing” 
 

Conflict: 
•  Wingman Brewers, Tacoma 
•  WWII plane/pilot imagery 
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Case Study - Descriptive 
 Proposed Mark: 

•  Portland Fruit Beer Festival 
•  Beer festival and beer 

competition 
 

Challenge: 
•  Geographic and descriptive 
•  Supplemental Registry until it 

is in use for 5 years and 
acquires “secondary 
meaning” then Principal 
Registry 
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Case Study – Wine/Beer & Notice 
 

Proposed Mark: 
•  XYZ Brewing Company, Oregon 
•  Use in Oregon since mid-2013 
 

Existing Mark: 
•  XYZ Winery, California 
•  Filed ITU in 2012, published for opposition in 2013, 

registered 2014; ITU was notice to all that come after 
 
•  USPTO may reject the brewery mark by citing the 

wine mark, or they may not.  Inconsistent treatment. 
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Case Study – Wine/Beer 
 

Recent Challenge: 
•  Harvester Brewing, Oregon 
•  Founded in November 2011 
 

Existing Brand: 
•  Hope Family Wines, Paso Robles, CA 
•  Owner of “Harvester” mark for G&S “wine” 
•  ITU filed in 2009; obtained mark in 2012 
 
•  Hope sent Harvester a cease and desist letter 
•  Harvester renamed to “Ground Breaker Brewing” 
 



Thank you! 
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